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P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 

In accordance with the duty of disclosure under 37 C.F.R. §1.56, Applicants hereby 
notify the U.S. Patent and Trademark Office of the following documents for the above-identified 
application. Copies of any non-US documents set forth below and listed on the attached Form 
PTO/SB/08A are provided herewith. 




1. EP 1 143 029 Al (corresponding to US publication No. 2001/0042393 Al, cited 
as Document 2) 

2. US 2001/0042393 Al 

3. DE 198 82 558 Tl (corresponding to US patent No. 6,293,134 Bl, cited as 
Document 4) 
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4. US 6,293,134 Bl 

5. DE 197 43 802 C2 (corresponding to US patent No. 5,972,134, cited as 
Document 6) 

6. US 5,972,134 

7. DE 100 32 297 Al (corresponding to US patent No. 6,470,772 B2, cited as 
Document 8) 

8. US 6,470,772 B2 

9. DE 100 55 275 Al (corresponding to US publication No. 2004/0026562 Al, 
cited as Document 10) 

10. US 2004/0026562 Al 

11. DE 200 14 361 Ul (corresponding to US publication No. 2002/0104591 Al, cited 
as Document 14) 

12. US 2002/0104591 Al 

13. EP 1 052 295 A2 (corresponding to US publication No. 2002/0069945 Al, cited 
as Document 16) 

14. US 2002/0069945 Al 

15. OE 321 689 

16. Benteler's bid letter to Adam Opel AG on February 9, 2000 

17. Method-plan of Siwe AG of June 25, 2000 and July 10, 2000 

18. Purchase Order to WEBA on July 6, 2000 

19. Order summary by GM on February 1 9, 2002 

20. Fax from Benteler to Siwe on February 23, 2001 

21. Fax from Weba to Benteler on May 23 , 2002 

22. Fax from Benteler to Adam Opel AG on May 27, 2002 

23. Fax from Benteler to Adam Opel AG on June 3, 2002 

24. Inspection flowchart Opel ZB-reinforcement B-column J3200 dated 
09.24.01/02.06/02/03.06.02. 
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Documents 1 , 3, and 5 were cited in the opposition by BMW in the corresponding 
European application. Documents 2, 4, and 6 are English equivalents of Documents 1, 3, and 5, 
respectively. Documents 7, 9, 1 1, 13, and 15-24 were cited in the opposition by Benteler in the 
corresponding European application. Documents 8, 10, 12, and 14 are English equivalents of 
Documents 7, 9, 1 1, and 13, respectively. Documents 16-24 correspond to D 12 to D20 on pages 
3-4 of the opposition by Benteler. 

Explanation of Relevancy of Documents Dl 2 - D20 Cited in the Opposition by Benteler 

Documents D12 - D20 are directed against Claim 1 of Applicants' European patent EP 
1536898 Bl which has the following features: 

Ml . 1 Method of producing a metallic shaped part, in particular a vehicle body part, 
from a semi-finished product made of an unhardened hot-workable steel sheet, 
comprising the following method steps: 

Ml .2 A part blank (10) is formed from the semi-finished product (2) by a cold- 
forming method, in particular a drawing method. 

Ml .3 The part blank (10) is trimmed at the margins to a marginal contour (12') 
approximately corresponding to the part (1) to be produced. 

Ml .4 The trimmed part blank (17) is heated and press-hardened in a hot-forming tool 
(23). 

Document D12 is an opponent's bid letter directed at Adam Opel AG in the matter of 
"warm-forming" of a vehicle B-column (Opel J 3200). Page 5 of Document D12 shows that the 
components are trimmed in some regions with an accuracy of ± 3.0 mm and in other regions 
laser-trimmed with an accuracy of ± 0.75 mm. Document 12 does not disclose that "the 
trimming.., on the part blank occurs before the end-forming press-hardening inside the warm- 
forming-tool" (as alleged by Benteler). From pages 5 and 9 of document D12 it can be seen that 
the parts show marginal inaccuracies of ± 3.0 mm, which are reduced by laser to ± 0.75 mm. 
This indicates a laser trimming step during which the parts obtain their final contour. Document 
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D12, therefore, discloses a method corresponding to the state of the art (as described in [0005] - 
[0006] of Applicants' European patent application specification). 

The method-plan in Document D13 shows a sequence of process-steps/tools for the 
manufacture of a B-column. They involve a blank-cut, two cold-forming-steps, two trimming- 
steps and one warm- forming-step. D13 does not disclose whether or to which extent the 
trimming steps correspond to a final contour trimming in the sense feature Ml .3 of Claim 1. 
Documents D14 and D15 (relating to purchasing/ordering information of this tool set) is 
therefore superfluous. 

Document D16 explicitly describes that trimming-tools are to be designed with an 
"allowance for laser". The attached figure shows a drawing, in which a hatched strip was 
manually inserted in selected border areas, supposedly indicating the described "allowance". 
This indicates that the finished parts are not cut close to end-contour before the warm-forming, 
but undergo another (laser-) trimming after the warm-forming. Incidentally, the manually 
inserted "allowance ... for laser" in the figure of D16 is also detectable in the drawings OP40 and 
OP50 of document D13, indicating that the method-plan D13 shows the forming and trimming 
tool for a part which undergoes laser trimming after warm forming. 

The second paragraph of document D16 relates to a "change of trimming". In our 
opinion, this paragraph (as well as documents D17 and D18) is unclear as far as the terms "close 
trimming tolerance of 1.5 mm" and "finished size" are concerned. Furthermore it is to be noted 
that documents D17- D19, which relate to ordering of tools, originate from May/June 2002. 
Therefore it is impossible that these tools were used for the serial production of the Opel Epsilon 
3200 B-column "starting January 2002" (as claimed by Benteler). 

Document D20 is a "inspection flowchart Opel ZB-reinforcement B-column J3200" and 
discloses a method for producing a warm-formed part, during which a blank is cut out of a coil, 
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which is then preformed, perforated and trimmed and subsequently undergoes a warm-forming 
step. The features Ml .1, Ml .2 and Ml .4 are therefore shown in the method of D20. However, 
D20 shows only a "trimming" of the pre-formed part; it is by no means evident that this step 
involves a contour trimming corresponding approximately to the part to be produced. In fact the 
flowchart of D20 shows that following the warm-forming Ml .4 a process step "laser" takes 
place, which indicates that the part undergoes a concluding laser-trimming after the warm- 
forming Ml .4. Thus, the process step "trimming" located before warm-forming cannot be a 
near-border-contour trimming, since otherwise the additional (laser-) trim would be superfluous. 
The flowchart D20 therefore describes the state of the art (described in [0005] - [0006] in 
Applicants' European patent). The fact that the laser trimming happens in a different production 
facility ("Wilco") than the pre- and warm-forming, is irrelevant. 

In conclusion, Applicants believe that Documents D12 - D20 do not clearly and 
unambiguously disclose the subject matter of Claim 1 of Applicants' European patent. 

Public Accessibility of Documents Dl 2 - D20 

According to Benteler, Documents D12 - D20 document a "collaboration" of the 
companies Benteler, WEBA Werkzeugbau GmbH, Siwe AG and Adam Opel GmbH. These 
companies obviously are related by a supplier/customer relationship with shared development 
activities. In such a collaboration, it is customary to use utter discretion in matters of interest to 
the parties involved. Thus, it is to be expected that all personnel of the parties involved handle 
this matter with confidentiality, even if no explicit non-disclosure agreement was signed. 
Benteler has given no evidence that this confidentiality was breached. 

First-to-invent 

As far as the question of first-to-invent is concerned, please note the attached PowerPoint 
presentation dated August 29, 2000 at DaimlerChrysler. 
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Page 3 displays a flowchart of a conventional warm-forming process involving a cold- 
forming step (Ml .2), followed by a trimming step followed by a warm-forming step (Ml .4) 
followed by a final laser trimming. In contrast, page 2 displays the method of Claim 1 
involving a cold-forming step (Ml .2), followed by a trimming step followed by a warm-forming 
step (Ml .4), but without final laser trimming. This indicates that during the trimming step the 
borders of the workpiece were trimmed to a marginal contour approximately corresponding to 
the part to be produced (Ml .3). 

Since the present Information Disclosure Statement is being filed before the mailing date 
of the first Office Action, no statement under 37 C.F.R. § 1.97(e) or fee under 37 C.F.R. §1.1 7(p) 
is required. 

The submission of the listed documents is not intended as an admission that any such 
document constitutes prior art against the claims of the present application. Applicants do not 
waive any right to take any action that would be appropriate to antedate or otherwise remove any 
listed document as a competent reference against the claims of the present application. 

Applicants respectfully request that the listed documents be considered by the Examiner 
and be made of record in the present application and that an initialed copy of Form PTO/SB/08A 
be returned in accordance with MPEP §609. 




Date: August 22, 2007 



Yonghong Chen (Registration No. 56,150) 
Akerman Senterfitt (Customer No. 30448) 
222 Lakeview Avenue, Suite 400 
West Palm Beach, FL 33401 
Phone: 561-653-5000 
Fax: 561-659-6313 
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